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RFSPONSE RESTRICTIO N RFOTITREMENT 

0631 Sir: In response to the Office Action dated August 17, 2000, Applicant respectfully 
requests reconsideration of the above-identified application in view of the following 
amendments and remarks. A petition to extend the period of response for two months rs 
enclosed. For the convenience of the Examiner, a list of the pending claims is attached as 
Appendix! 

In the above-identified Office, the Examiner required restriction to one of the 

following groups under 35 U.S.C. §121: 

Group I: Claims 1-20 and 51-62, drawn to modified serine hydrolases and a 
method of making, classified in Class 435, subclass 221; 
Claims 21-30 and 43-50, drawn to a method of forming a peptide bond 
and incorporating an amino acid into a polypeptide, classified in Class 
435, subclass 69.1; 

Claims 31-37, drawn to a method of resolving racemic alcohols, 
classified in Class 435, subclass 280; and 
Claims 38-42, drawn to a method of attaching a chiral moiety to a 

substrate, classified in Class 435, subclass 135. 
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Group II: 

Group nr. 

Group TV: 



In response to this restriction requiremen t- Applicants provisionally elect 
Group I. claims 1-20 and 51-62with traverse 



Applicants submit, however, that restriction between Groups I, II, H, and IV is 
unnecessary. According to MPEP §803, the Examiner should examine all claims in an 
application, even though thev are directed t o distinct inventions, unless to do so would 
create a serious burden . In the instant case, the claims of Group I are drawn to particular 
modified serine hydrolases. The claims of Group H are drawn to a method of forming a 
peptide bond using the modified serine hydrolase of Group I. Similarly the claims fo Group 
m are drawn to a method of resolving racemic alcohols using the modified serine hydrolase 
of Group I, while the claims of Group IV are drawn to a method of attaching a chiral moiety 
to a substrate using the modified serine hydrolase of Group I. The claims of Group I are 
drawn to a particular compounds, while the claims of the remaining groups are drawn to 
methods of use of these compounds. A search for prior art relevant to the compounds of 
Group I is also expected to identify prior art, if any exists, relevant to the methods of use of 
such compounds. Thus, a search for prior art relevant to all four Groups will entail no more 
effort than a search for prior art relevant to Group I alone. Consequently, there is no serious 
burden imposed by Examination of all four groups together. Accordingly, under MPEP §803, 
the restriction between Groups I, n, m, and IV should be withdrawn. 

If a telephone conference would expedite prosecution of this application, the 
Examiner is invited to telephone the undersigned at (415) 217-6021. 

Respectfully submitted, 





Tom Hunter 
Attorney for Applicant(s) 
Reg. No. 38,498 
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